
United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 


APPLICATION NO. 

FILING DATE 

FIRST NAMED INVENTOR 

ATTORNEY DOCKET NO. 

CONFIRMATION NO. 

09/987,976 

11/16/2001 

J. Donald Hill 

018880.0120 

7910 


24735 7590 03/18/2004 

BAKER BOTTS LLP 

C/O INTELLECTUAL PROPERTY DEPARTMENT 
THE WARNER, SUITE 1300 
1299 PENNSYLVANIA AVE, NW 
WASHINGTON, DC 20004-2400 


EXAMINER 


BARRETT, THOMAS C 


ART UNIT 


PAPER NUMBER 


3738 

DATE MAILED: 03/18/2004 


T7 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 10/03) 


d6> 


* J 

• 

Office Action Summary 

Application No. 

09/987,976 

• 

Applicant(s) 

HILLETAL 


Examiner 

Thomas C. Barrett 


Art Unit 

3738 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

. - Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E] Responsive to communication(s) filed on 12 December 2003 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-43 is/are pending in the application. 

4a) Of the above claim(s) 3-8. 14,21,25-40 and 42 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1.2. 12. 13. 15. 19.20 and 41-43 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 13 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) S3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 
Paper No(s)/Mail Date 6. 6) □ Other: . 


U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 1 1 
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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of Group I, Species I in Paper No. 10 is 
acknowledged. The traversal is on the ground(s) that there would not be a serious 
burden on the Examiner. This is not found persuasive because a species restriction 
does not require a showing of serious burden. MPEP 808.01(a) states, Where there is 
no disclosure of relationship between species (see MPEP § 806.04(b)), they are 
independent inventions and election of one invention following a requirement for 
restriction is mandatory even though applicant disagrees with the examiner. There must 
be a patentable difference between the species as claimed. See MPEP § 806.04(h). Since 
the claims are directed to independent inventions, restriction is proper pursuant to 35 
u.s.c. 121, and it is not necessary to show a separate status in the art or separate 
classification." If the Applicant were to argue that the inventions are not independent, if 
the examiner finds one of the inventions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 3, 14, 21 and 25-40 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected group and species, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in Paper No. 10. Furthermore, the Examiner has withdrawn claims 4-8 as 
being dependent on non-elected claims, and claim 42 as being directed to a non- 
elected species. 
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Oath/Declaration 

The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

Non-initialed and/or non-dated alterations have been made to the oath or 
declaration. See 37 CFR 1.52(c). 

Specification 

The use of trademarks such as Gore-Tex has been noted in this application. It 
should be capitalized wherever it appears and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

The abstract of the disclosure is objected to because of undue length. Correction 
is required. See MPEP § 608.01 (b). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-11, 15-18 and 22-24 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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Claim 17 recites the limitation "said urging means". There is insufficient 
antecedent basis for this limitation in the claim. This is indefinite because it is unclear 
whether claim 17 should depend on claim 12 as claimed, or on claim 16, which provides 
an antecedent basis for the limitation. 

Claim 18 recites the limitation "said guiding ring". There is insufficient antecedent 
basis for this limitation in the claim. This is indefinite because it is unclear whether claim 
18 should depend on claim 12 as claimed, or on claim 16, which provides an 
antecedent basis for the limitation. 

Claim 15 contains the trademarks/trade names "Dacron", "Teflon", and "Gore- 
Tex". Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 
1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade name 
cannot be used properly to identify any particular material or product. A trademark or 
trade name is used to identify a source of goods, and not the goods themselves. Thus, 
a trademark or trade name does not identify or describe the goods associated with the 
trademark or trade name. In the present case, the trademarks/trade names are used to 
identify/describe types of fabrics and, accordingly, the identification/description is 
indefinite. See MPEP 2173.05(u). 

The phrase "and the like" in claim 15 is a relative term which renders the claim 
indefinite. The phrase "and the like" is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill in 
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the art would not be reasonably apprised of the scope of the invention. The phrase 
renders the claim indefinite since it was not clear how materials other than "Dacron" 
fabric, Teflon" fabric, and "Gore-Tex" fabric had to resemble the three specified 
materials to satisfy the limitations of the claim. 

Regarding claims 9, 16 and 22, the word "means" is preceded by the word(s) 
"urging" in an attempt to use a "means" clause to recite a claim element as a means for 
performing a specified function. However, the word "means" is followed by the phrase 
"for sliding", which makes it impossible to determine the equivalents of the element. Is it 
a means for sliding or a means for urging? 

Please Note: Issues under § 1 12, sixth paragraph exist. If Applicant wishes 35 
U.S.C. § 112, sixth paragraph, interpretation, Applicant must: 

Show why the claim language properly invokes 35 U.S.C. § 1 12, sixth paragraph 

Identify the function 

Identify the corresponding structure 

It is further suggested that the specification be amended to explicitly state what 
structure corresponds to the claimed terms and phrases, provided no new matter is 
introduced. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 


Claims 1-2, 12-13, 15, 19-20, 41 and 43 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Reif (6,1 13,632). Reif discloses an apparatus comprising: a first 
cylinder (36) having first and second ends, the second end having an exterior annular 
lip (40) for securing to an interior groove (47) in a second cylinder (44). The first cylinder 
has a fabric annular cuff (18) surrounding the exterior surface adjacent the first end. 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas C. Barrett whose telephone number is (703) 
308-8295. The examiner can normally be reached Tuesday-Friday between 9:00 A.M. 
and 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (703) 308-21 1 1 . The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9306 for regular communications. 


Conclusion 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0858. 



Thomas Barrett 


